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The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timety filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 31 July 2000 , 
2a)D This action is FINAL. 2b)[2 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-39 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) C3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) C] Interview Summary (PTO-413) 

Paper No(s)/lv1ail Date. . 

5) Notice of Informal Patent Application (PTO-1 52) 

6) |3 Other: see attached office action . 
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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

2. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 1 50 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means'* 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

3. The abstract of the disclosure is objected to because it is too short. Correction is 
required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-4, 6, 7, 17-34, 36-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Bro (5,596,994) in view of Chao et al. (6,325,632). 
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6. For claim 1, Bro teaches a method (see abstract) by which a company provides 
interactive, Internet-based, ongoing coaching to a plurality of clients (col. 1, lines 10-25), said 
method comprising: 

a. Providing multiple coaches (col. 7, lines 40-45; trainers); 

b. At some state in said method prior to step (f) (see below), assigning a personal 
online coach from multiple coaches to each said client (col. 8, lines 35-45; see below); 

c. Receiving from the client information (App. B, P. 1; col. 13, lines 15-45) 
particular to an ongoing concern of the client (col. 9, lines 1-10); 

d. Based on the information provided in step (c), devising a set of recommendations 
for the client pertinent to the client's ongoing concern (col. 13, lines 35-45); 

e. Transmitting the recommendations of step (d) to the client (App. B, P. 1); 

f. Having transmitted to the client's coach, via the Internet (col. 16, lines 17-42; col. 
21, lines 44-60), particularized information from the client pertaining to the ongoing 
concern of the client, wherein the information includes reportage of events occurring in 
the life of the client subsequent to the transmittal of the recommendations of step (e) (col. 
9, lines 55-60; col. 11, lines 25-35; col. 16, lines 48-55); 

g. Based on the information received by the client in step (f), having the coach 
devise further recommendations for the client pertinent to the ongoing concern of the 
client (col. 13, lines 35-45); and 

h. Transmitting the recommendations of step (g) to the client via the Internet (App. 
B); and 

i. Repeating steps (f) - (h) multiple times (App. B). 
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7. Bro teaches that one or more trainers is assigned to a client but does not expressly 
disclose when in the process such events occur, nor the particular mechanism for doing so. Chao 
teaches a method (see abstract) of setting up students (clients) with teachers (coaches) (col. 1 , 
lines 5-10) in which the system automatically, or by student searching and choice, matches a 
student with a teacher (col. 2, lines 58-60) before communications between the student and the 
teacher begin (col. 2, lines 45-50). At the time the invention was made, one of ordinary skill in 
the art would have used the Chao selection process in the Bro monitoring system in order to 
fulfill Bro's goal of greater personalization (col. 4, lines 5-10) and to better satisfy the needs of 
both clients and coaches (col. 1, lines 55-65). 

8. For claim 2, Bro teaches that the client and the coach communicate over the Internet at 
scheduled times (col. 9, lines 55-60), with real-time dialogue in the form of "chat" format typed 
comments and questions (i.e. pager conversation). 

9. For claim 3, Bro teaches that the real-time dialogue is in the form of Internet-based 
telephone conversation (col. 8, lines 10-22). 

10. For claim 4, Bro teaches that the real-time dialogue is in the form of Internet-based 
video/audio conversation (col. 34, line 49). 

1 1 . For claims 6 and 7, Bro teaches that the coaching process includes providing to the 
clients incentives for reaching goals pertaining to the ongoing concern of the clients, and that 
said incentives include rewards provided to the clients for reaching said goals (i.e. verbal 
feedback such as a "Good Job" statement; col. 2, lines 30-36). 

12. For claims 17-33, Bro teaches that the ongoing concern of the client pertains to a wide 
variety of issues (col. 1, lines 1-60; col. 10, line 43). 
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13. For claim 34, Bro teaches that both the client and the coach view monitors which display 
an electronically- stored file that contains a history of the setting and meeting of the client's goals 
(col. 8, lined 23-25; col. 10, lines 55-65; col. 22, lines 15-25), and wherein the client and coach 
communicate via Internet chat, conventional telephony, Internet telephony, or video, or a 
combination thereof, while said file is displayed (col. 27, lines 4-15). 

14. For claims 36 and 37, Bro teaches that the coach can see the client, and vice versa, during 
communication (i.e. in a videoconferencing method) (col. 34, line 49). 

15. For claims 38 and 39, Bro teaches that the coach and client cannot see each other (i.e. in a 
phone or chat communication) (col. 8, lines 10-22). 

16. Claim 5, 9, 10, 15, 16, 35 rejected under 35 U.S.C. 103(a) as being unpatentable over Bro 
and Chao as applied to claims 1-4, 6, 7, 17-34, 36-39 above, and further in view of Maurille 
(6,484,196). 

17. For claim 5, Bro does not expressly disclose that the coaches are provided a web-based 
chat room to which both said clients and the general public are denied access. Maurille teaches a 
method (asbstract) of implementing chat rooms and bulletin boards (col. 1, lines 5-10) such that 
a private chat room can be set up for certain groups (col. 3, lines 49-60; col. 4, lines 40-50). At 
the time the invention was made, one of ordinary skill in the art would have supplied a secure 
chat room in order to ensure privacy (col. 1, lines 25-30). 

18. For claims 9 and 10, Bro does not expressly disclose that the clients are provided a web- 
based chat room to which both said coaches and the general public are denied access. Maurille 
teaches a method (asbstract) of implementing chat rooms and bulletin boards (col. 1, lines 5-10) 
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such that a private chat room can be set up for certain groups (col. 3, lines 49-60; col 4, lines 40- 
50). At the time the invention was made, one of ordinary skill in the art would have supplied a 
secure chat room in order to ensure privacy (col 1, lines 25-30). 

19. For claims 15 and 16, Bro does not expressly disclose periodic visits to the coaches' and 
clients' web sites by non-coach individuals with expertise in the subject of the clients' ongoing 
concern. Maurille teaches the sending of invitations to join a chat session (col. 6, lines 23-40; 
col. 8, lines 17-19). At the time the invention was made, one of ordinary skill in the art would 
have combined the two inventions in order to allow new members to participate in a session. 

20. For claim 35, Bro does not expressly disclose that the client has access, between coaching 
sessions, to said history file. Maurille teaches the recording of chat histories (col. 3, lines 13-15) 
so that a user can view the history at any time (col. 12, lines 45-65). At the time the invention 
was made, one of ordinary skill in the art would have added this feature to Bro in order to enable 
users to view the conversation history (col. 1 , lines 1 0-20). 

21. Claims 8, 1 1-14 rejected under 35 U.S.C. 103(a) as being unpatentable over Bro and 
Chao as applied to claims 1-4, 6, 7, 17-34, 36-39 above, and further in view of Ng (6,405,175). 

22. For claim 8, Bro does not expressly disclose the awarding of points to gain awards. Ng 
teaches that the incentives (col. 1, lines 10-11) include the awarding of points (Fig. 5) that are 
redeemable for rewards (Fig. 6, #150). At the time the invention was made, one of ordinary skill 
in the art would have used an Ng rewards program in a Bro system in order to implement Bro's 
desire to inspire people to use the network (col. 2, lines 30-36). 



• • • 
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23. For claim 11, Bro does not expressly disclose a publicity site. Ng teaches that the said 
method further comprises providing a publicly-accessible website that provides information 
about said coaching method (col. 3, lines 47-49). At the time the invention was made, one of 
ordinary skill in the art would have added said website to Bro so that the system may be 
advertised and potential and new clients may learn about it. 

24. For claim 12, Bro does not expressly disclose advertising of products and services. Ng 
teaches that said website includes advertising of products or services not sold by the company, 
wherein entities other than the company pay the company to post said advertising on the website 
(Fig. 1, #16). Internet advertising, such as pop-up ads, are also well known in the art. At the 
time the invention was made, one of ordinary skill in the art would have added advertising to Bro 
so that Bro could gain some form of income to pay for maintenance of the equipment, etc. 

25. For claim 13, Bro does not expressly disclose selling items over the site. Ng teaches that 
products or services are offered for sale on said website (Fig. 7). At the time the invention was 
made, one of ordinary skill in the art would have combined the teachings in order to provide a 
patient with an opportunity to purchase items necessary to fulfill the recommendations. 

26. For claim 14, Bro does not expressly disclose whether clients disclose Bro experiences 
with prospective clients. Ng teaches that clients are offered incentives to communicate, via the 
Internet, with prospective clients of the company about their experience with the coaching 
program (Fig. 5 and col. 13, lines 64-65). Viral advertising and recruitment schemes are also 
well known in the art. At the time the invention was made, one of ordinary skill in the art would 
have used viral marketing in order to reach out to the greater community and to gain more 
clients. 
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Conclusion 



27. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H Pollack whose telephone number is (703) 305-4641. 
The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305-4003. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

MHP 

26 February 2004 




